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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1 7 
July 2008 has been entered. 

Status of Claims 

2. Applicant has amended claims 1 and 5, and cancelled claims 1 1 and 12. No claims 
have been newly added. Thus, claims 1-10 remain pending and are presented for 
examination. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-10 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per claims 1-4, the claim language of "Device alerting to the expiration of 
tariffs for a franking system, comprising a random access memory (RAM) for recording 
postal data including... a processing unit" is vague and indefinite. It is unclear to the 
Examiner if the device contains a processing unit or the RAM contains a processing 
unit. Appropriate correction is required. For the purpose of examination, the Examiner 
will interpret the claim to read that the device includes a processing unit. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 5-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 5-10 are directed to a series of steps. In order for a series of steps to be 
considered a proper process under § 101, a claimed process should either: (1) be tied to 
another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials). Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972). Thus, to qualify as patent eligible, these processes must positively recite 
the other statutory class to which it is tied (e.g., by identifying the apparatus that 
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accomplishes the method steps), or positively recite the subject matter that is being 
transformed (e.g., by identifying the product or material that is changed to a different 
state). While claims 5-10 identify the apparatus as RAM, nominal recitations of 
structure in an otherwise ineligible method fail to make the method a statutory process. 
See Benson, 409 U.S. at 71-72. As Comiskey recognized, "the mere use of the machine 
to collect data necessary for application of the mental process may not make the claim 
patentable subject matter." Incidental physical limitations, such as data gathering, field 
of use limitations, and post-solution activity are not enough to convert an abstract idea 
into a statutory process. In other words, nominal or token recitations of structure in a 
method claim do not convert an otherwise ineligible claim into an eligible one. To permit 
such a practice would exalt form over substance and permit claim drafters to file the sort 
of process claims not contemplated by the case law. Cf., Flook, 437 U.S. at 593 
(rejecting the respondent's assumption that "if a process application implements a 
principle in some specific fashion, it automatically falls within the patentable subject 
matter of § 1 01 ," because allowing such a result "would make the determination of 
patentable subject matter depend simply on the draftsman's art and would ill serve the 
principles underlying the prohibition against patents for 'ideas' or phenomena of 
nature."), see Ex parte Langemyr. Since the use of RAM is considered to be a nominal 
recitation of structure, and nominal recitations do not convert an otherwise non-statutory 
process into a statutory process, claims 5-10 are directed to non-statutory subject 
matter. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, 6, 7, 9, and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baum et al [US Patent 7,103,583] in view of Dlugos et al [US 
6,463,133]. 

As per claims 1 and 5, Baum et al discloses a device alerting to the expiration of 
tariffs for a franking system, comprising a random access memory (RAM) for recording 
postal data (col 4, line 63-col 5, line 10) including: 

a first table of postal tariffs relative to postal products and services (col 6, lines 
34-38) and a processing unit for updating these postal tariffs (col 8, lines 53-55), 

wherein said RAM further comprises a second table of postal tariffs (col 7, lines 
59-62; Fig. 1); and 

and said processing unit comprises means for emitting to a franking system a 
message alerting to the expiration of tariffs when a date of application of said postal 
tariffs of said second table is identical to or earlier than a desired date of franking and 
when one of said compared postal tariffs has been changed (col 8, lines 53-62, 
communicating an instruction to implement a conversion when the current date falls 
short of the conversion date). 
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Although Baum et al does not explicitly disclose said processing unit comprises 
means for comparing said postal tariffs of the first and second tables, wherein said 
comparing means provides for a determination as to whether there is a change in 
postal tariffs being compared; Baum et al does disclose the release order number of 
the previous postage fee schedule (first table) is compared to the version number of 
the postage fee schedule to be loaded in the future (second table) (col 7, lines 45-54). 
Furthermore, Baum et al further discloses that the release number is the combination 
of a version and revision number (col 10, lines 22-24, revision number indicates that 
there is a change in data). While in Baum et al the release numbers of the tables are 
compared instead of the postal tariffs of the tables, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to compare the postal tariffs in the 
tables instead of the release date for the similar reason of indicating a change in postal 
tariffs and to yield the predicted outcome of ensuring that the postal tariffs being 
utilized in the franking machine are valid and updated, as suggested by Baum et al (col 
7, lines 46-48). 

While Baum et al discloses emitting to a franking system a message alerting to 
the expiration of tariffs when a date of application of said postal tariffs of said second 
table is identical to or earlier than a desired date of franking and when one of said 
compared postal tariffs has been changed (col 8, lines 53-63), Baum et al does not 
disclose emitting a message to the operator of the franking system; and said device 
further comprises means for emitting the alert message to the operator upon a 
determination that there is a change in the postal tariffs, whereupon the operator 
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decides whether to replace the postal tariffs of the first table with the postal tariffs of the 
second table. 

However, Dlugos et al discloses emitting to the operator of the franking system a 
message alerting to the expiration of tariffs (col 4, lines 32-35); and said device further 
comprises means for emitting the alert message to the operator upon a determination 
that there is a change in the postal tariffs (col 4, lines 32-35), whereupon the operator 
decides whether to replace the postal tariffs of the first table with the postal tariffs of the 
second table (col 4, lines 31-35; col 4, line 55- col 5, line 15; module "30" contains 
postal rate tables, and user plugs in module "30" to download new rate data into 
module "30"). It would have been obvious to one of ordinary skill in the art to include in 
the postal system of Baum et al the ability to emit to an operator that postal tariffs are 
expiring, and allow the operator to replace the expired tables as taught by Dlugos et al 
since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of 
the combination were predictable. 

As per claim 2, Baum et al further discloses wherein said second table of postal 
tariffs is loaded in the franking system at a periodicity defined by the Postal Service (col 
9, lines 22-25). 

As per claim 3, Baum et al further discloses wherein said second table of postal 
tariffs is loaded in the franking system from a remote resetting centre (col 3, lines 6-7). 
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As per claim 6, Baum et al further discloses wherein the new postal data are 
stored at the location of the current postal data when the operator has accepted the 
updating of these postal data (col 4, lines 12-22). 

As per claim 7, Baum et al further discloses wherein the current postal data are 
stored in a blank part of the RAM, to be kept for control purposes (col 6, lines 14-17; 
col 7,lines 58-61). 

As per claim 9, Baum et al discloses wherein the postal data comprise postal 
tariffs (col 12, lines 52-54). 

As per claim 10, Baum et al further discloses wherein the postal data comprise 
postal products and services (col 12, lines 52-54). 

1 0. Claim 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Baum et 
al [US Patent 7,1 03,583] in view of Dlugos et al [US 6,463,1 33] as applied to claim 1 , 
and in further view of Thiel [US 6,321 ,21 4]. 

As per claim 4, While Baum et al and Dlugos et al disclose loading a second 
table of postal tariffs in the franking system (Baum et al: col 7, lines 45-54), Baum et al 
and Dlugos et al do not disclose wherein said second table of postal tariffs is loaded in 
the franking system whenever credit is reloaded. However, Thiel discloses wherein said 
second table of postal tariffs is loaded in the franking system whenever credit is 
reloaded (col 22, lines 18-25). Therefore it would have been obvious to one of ordinary 
skill in the art at the time of applicant's invention to modify the modified Baum et al to 
include the method disclosed by Thiel for the advantage of convenience, efficiency, and 
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in order to be sure the proper rates are always present on the customer system. 
Furthermore, it would have been obvious to one of ordinary skill in the art to include in 
the postage system of the modified Baum et al the ability to load a new tariff table when 
credit is reloaded as taught by Thiel since the claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

1 1 . Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Baum et 
al [US Patent 7,1 03,583] in view of Dlugos et al [US 6,463,1 33] as applied to claim 5, 
and in further view of Eckert [US 4,51 6,014]. 

As per claim 8, While Baum et al and Dlugos et al disclose emission of a 
message alerting to the expiring of tariffs (Dlugos et al: col 4, lines 32-35), Baum et al 
and Dlugos et al do not disclose wherein the emission of the message alerting to the 
expiration of tariffs is inhibited by the operator except for the first such message after 
the franking system has been put into operation. However, Eckert discloses wherein 
emission of an alerting message is inhibited by an operator except for the first such 
message after the franking system has been put into operation (col 8, line 66-col 9, line 
14, Examiner interprets a message to be the same as a warning light). It would have 
been obvious to one of ordinary skill in the art to include in the postage system of the 
modified Baum et al the ability to inhibit an alerting message as taught by Eckert since 
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the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and 
one of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANNON S. SALIARD whose telephone number is 
(571 )272-5587. The examiner can normally be reached on Monday - Friday, 8:00 am - 
4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Please address mail to be delivered by the United States Postal Service (USPS) 
as follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(571) 273-5587 [Informal/ Draft Communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the Customer Service Window, 
Randolph Building, 401 Dulany Street, Alexandria, VA 22314 

Shannon S Saliard 
Primary Examiner 
Art Unit 3628 
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Primary Examiner, Art Unit 3628 



